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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of claims 41-44 in the reply filed on 1/14/2009 is 
acknowledged. The traversal is on the ground(s) that all of the inventions share a 
special technical feature. This is not found persuasive because the special technical 
feature among the groups is a culture of Nostoc which is known in the art. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 6-21, 41-46, 51-66 are pending. 

Newly submitted claims 54-66 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: they lack they 
same of corresponding technical feature because cultures of cyanobacterium belonging 
to the genus Nostoc are known in the art. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. 

Accordingly, claims 6-21 ,51-66 are withdrawn from consideration as being 
directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 821 .03. 

Claims 41-44, 51-53 have been considered on the merits. 
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Information Disclosure Statement 

The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 41, 42 are rejected under 35 U.S.C. 102(b) as being anticipated by Hori 
et al. (Plant Foods for Human Nutrition, 1994). 

Applicant claims a food product comprising colonies of Nostoc. 

Hori teach soup and salad comprising Nostoc commune , i.e. a food product 
comprising Nostoc commune (Introduction, p. 63). Hori also teach benefits of using 
Nostoc commune in food. They teach that N. commune is high in dietary fiber, has 
cholesterol lowering effects, prevents the increase of serum cholesterol (p. 67, 
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discussion section and therefore has significant hypocholesterolemic effects (p. 66 3rd 
full paragraph). 

Thus, the reference anticipates the claimed subject matter. 

Claims 41,51-53 are rejected under 35 U.S.C. 102(b) as being anticipated by Qiu 
et al. (J. of Applied Phycology, 2002). 

Applicant claims a food product comprising colonies of Nostoc. 

Qiu teach Nostoc (Ge-Xian-Mi) in a food product (p. 424, 2nd column) as well as 
colonies of size greater than 0.1 mm and about 10 mm (p.424, Geographical distribution 
and habitats section). They further teach that edible N. commune is of the same 
morphology and habitats as Ge-Xian-Mi (p. 427, Taxonomic identity of Ge-Xian-Mi) 

Thus, the reference anticipates the claimed subject matter. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/587,424 Page 5 

Art Unit: 1657 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 41-44,51-53 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of Hori et al. (Plant Foods for Human Nutrition, 1994) in view of Li 
et al. (Euro. J. Phycology, 2004). 

Applicant claims a food product comprising colonies of Nostoc. 

Hori teach soup and salad comprising Nostoc commune , i.e. a food product 
comprising Nostoc commune (Introduction, p. 63). Hori also teach benefits of using 
Nostoc commune in food. They teach that N. commune is high in dietary fiber, has 
cholesterol lowering effects, prevents the increase of serum cholesterol (p. 67, 
discussion section and therefore has significant hypocholesterolemic effects (p. 66 3rd 
full paragraph). 

Hori does not teach the claimed colony size. 
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Li et al. (Euro. J. Phycology, 2004) teach Nostoc sphaeroides (also known as N. 
commune) to be an edible cyanobacterium which grows to colony sizes ranging from 
greater than 0.1mm to about 10mm (see introduction, materials and methods section, 
Table 1). 

None of the above references teach the claimed amounts of Nostoc added to a 
food product. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to add any desired amount of Nostoc to a food product and such amount 
would not lend patentability. Adjusting such a result effective variable as an amount 
added to food is practiced as routine optimization in this art. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIFFANY M. GOUGH whose telephone number is 
(571 )272-0697. The examiner can normally be reached on M-F 8-5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jon Weber can be reached on 571-272-0925. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ralph Gitomer/ 

Primary Examiner, Art Unit 1657 

/Tiffany M Gough/ 
Examiner, Art Unit 1657 



